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DETAILED ACTION 

Response to Amendment 

1 . This Office Action is in response to Amendment filed on date: 09/27/2010. 
Claims 1-5, 8-14, 16-29 and 31-41 are still pending. 
Claims 6, 7, 15 and 30 have been cancelled. 



Response to Arguments 

2. I) Applicant's arguments with respect to Claim Rejections - 35 USC 101 (see 
REMARKS page 9), have been fully considered and found persuasive. The 101 
rejection is withdrawn. 

II) Applicant's arguments with respect to with respect to Claim Rejections - 35 
USC 102 and 103 (see REMARKS pages 9-1 1) have been considered but are moot in 
view of the new ground(s) of rejection. 

III) It is admitted that the previous Office Action has not provided any explanation 
of the rejection to claim 29. Thus this new Non-Final Office Action is to provide 
explanation of the rejection to claim 29. 



Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 
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(b) the invention was patented or described in a printed publication in this or a 
foreign country or in public use or on sale in this country, more than one year 
prior to the date of application for patent in the United States. 

Claims 1,4,5, 8-1 2,14,1 6-1 8, 20-29 and 31 -41 are rejected under 35 
U.S.C. 102(b) as being anticipated by Makela (US 2001/0028709). 

Regarding claim 1, Makela discloses a method comprising: 

in a terminal of a first party ("a mobile communication device" see [0022]) 
participating in a telephone call ("an incoming call is noticed" see [0022]), storing, as a 
consequence of the telephone call ("it can be automatically stored" see [0026]), 
identifier data that identifies a second party participating in the telephone call 
("telephone number of the calling party" see [0026]); 

using the stored identifier data to determine automatically a destination address 
for a data message ("Transmission of a short message can be effected automatically" 
see [0014] and "program his/her device in advance so that it sends a short message" 
see [0025]); 

receiving a selection of a delivery mechanism ("the reply service employing the 
short message service (SMS Reply) is switched on" see [0022]); and 

controlling a transmitter to send ("a mobile communication device" see [0022]), 
during the telephone call ("an incoming call is noticed" see [0022]), a data message with 
the automatically determined destination address ("in advance, which message is sent 
to each calling party" see [0025]), wherein said transmitter is controlled to send said 
data message out-of-band relative to the telephone call ("an incoming call is noticed" 



Application/Control Number: 10/725,274 Page 4 

Art Unit: 2617 

see [0022]) using the selected delivery mechanism ("the reply service employing the 
short message service (SMS Reply) is switched on" see [0022]). 

Regarding claim 4, Makela discloses the method as claimed in claim 1, wherein 
the telephone call is terminated at the terminal of the first party ("an incoming call is 
noticed" see [0022]) and storing identifier data ("it can be automatically stored" see 
[0026]) comprises storing the origin of the telephone call ("telephone number of the 
calling party" see [0026]). 

Regarding claim 5, Makela discloses the method as claimed in claim 4, wherein 
the telephone call is a circuit switched telephone call ("an incoming call is noticed" see 
[0022]) and the identifier data is the telephone number of the second party ("telephone 
number of the calling party" see [0026]). 

Regarding claim 8, Makela discloses the method as claimed in claim 1, wherein a 
database of contact information stored in the terminal ("memory" see [0026]) is used to 
associate the identifier data with at least one contact address of the second party 
("program his/her device in advance so that it sends a short message" see [0025]). 

Regarding claim 9, Makela discloses the method as claimed in claim 1 wherein 
the destination address is any one of: an email address, a telephone number, a 
Bluetooth device address ("telephone number of the calling party" see [0026]). 
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Regarding claim 10, Makela discloses the method as claimed in claim 1 further 
comprising: controlling a display to provide ("window of the SMS Reply Mode will be 
displayed in the display 21" see [0029]), temporarily during the telephone call ("a 
display, by means of which the receiving party, when the telephone rings, can see the 
telephone number of the calling party connected to a digital exchange" see [0004]), a 
user selectable option to transfer data to the other party participating in the telephone 
call ("The user chooses among the application programs a program called SMS Reply 
Mode" see [0029]) without user specification of a destination address ("Transmission of 
a short message can be effected automatically" see [0014] and "program his/her device 
in advance so that it sends a short message" see [0025]). 

Regarding claim 1 1 , Makela discloses the method as claimed in claim 10, 
wherein the user selection of the temporarily provided transfer option enables ("The 
user chooses among the application programs a program called SMS Reply Mode" see 
[0029]), in the terminal of the first user, using the stored identifier data to determine 
automatically a destination address for a data message ("in advance, which message is 
sent to each calling party" see [0025]). 

Regarding claim 12, Makela discloses an apparatus comprising: 
a memory ("memory" see [0026] and [0049]); and 
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at least one processor ("microprocessor controlling its operation" see [0049]), the 
at least one memory configured to, with the at least one processor, cause the apparatus 
to perform at least the following: 

to store in the memory ("memory" see [0026] and [0049]), as a consequence of a 
telephone call between a first terminal ("a mobile communication device" see [0022]) 
and a second terminal ("the calling party" see [0026]), identifier data identifying the 
second terminal or its user ("telephone number of the calling party" see [0026]), for 
determining automatically a destination address for a data message using the stored 
identifier data ("Transmission of a short message can be effected automatically" see 
[0014] and "program his/her device in advance so that it sends a short message" see 
[0025]), and to receive a selection of a delivery mechanism ("The user chooses among 
the application programs a program called SMS Reply Mode" see [0029]); and 

to control a transmitter of the first terminal ("a mobile communication device" see 
[0022]) to send the data message with the automatically determined destination address 
during the telephone call ("an incoming call is noticed" see [0022]), out-of-band relative 
to the telephone call using the selected delivery mechanism ("Transmission of a short 
message can be effected automatically" see [0014] and "program his/her device in 
advance so that it sends a short message" see [0025]). 

Regarding claim 14, Makela discloses the apparatus as claimed in claim 12, 
wherein the stored identifier data is a telephone number received via a radio cellular 
transceiver of the first terminal ("telephone number of the calling party" see [0026]). 
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Regarding claim 16, Makela discloses the apparatus as claimed in claim 37, 
wherein the database ("memory" see [0026] and [0049]) associates each of a plurality of 
different identifier data with respective different contact addresses ("in advance, which 
message is sent to each calling party" see [0025]). 

Regarding claim 17, Makela discloses the apparatus as claimed in claim 12, 
wherein the destination address is any one of: an email address, a telephone number, a 
Bluetooth device address ("telephone number of the calling party" see [0026]). 

Regarding claim 18, Makela discloses the apparatus as claimed in claim 12, 
wherein the at least one processor is configured to control a user interface to provide a 
user selectable option to transfer data to another party ("The user chooses among the 
application programs a program called SMS Reply Mode" see [0029]) participating in 
the telephone call ("an incoming call is noticed" see [0022]) without user specification of 
a destination address ("in advance, which message is sent to each calling party" see 
[0025]). 

Regarding claim 20, Makela discloses a method comprising, in a terminal of a 
first party ("a mobile communication device" see [0022]) participating in a telephone call 
("an incoming call is noticed" see [0022]): 
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controlling a display to provide ("window of the SMS Reply Mode will be 
displayed in the display" see [0029]), while the telephone call is on-going (fig. 1, step 1), 
a user selectable option to transfer data to another party participating in the telephone 
call ("The user chooses among the application programs a program called SMS Reply 
Mode" see [0029]) without user specification of a destination address ("Transmission of 
a short message can be effected automatically" see [0014] and "program his/her device 
in advance so that it sends a short message" see [0025]), 

receiving a selection of the provided option to transfer data ("The user chooses 
among the application programs a program called SMS Reply Mode" see [0029]) and 

receiving a selection of one of a plurality of delivery mechanisms for the data 
transfer ("The user chooses among the application programs a program called SMS 
Reply Mode" see [0029]). 

Regarding claim 21 , Makela discloses the method as claimed in claim 20, 
wherein receiving the selection of the provided option enables user selection of the one 
of the plurality of delivery mechanisms ("The user chooses among the application 
programs a program called SMS Reply Mode" see [0029]). 

Regarding claim 22, Makela discloses the method as claimed in claim 20, 
wherein receiving the selection of the provided option enables automatic selection the 
one of the plurality of delivery mechanisms ("program his/her device in advance so that 
it sends a short message" see [0025]). 
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Regarding claim 23, Makela discloses the method as claimed in claim 20, 
wherein controlling a display to provide, while the telephone call is on-going, a user 
selectable option to transfer data to another party participating in the telephone call 
without user specification of a destination address comprises controlling the display to 
provide more than one user selectable option ("The user chooses among the application 
programs a program called SMS Reply Mode" see [0029]) to transfer data to another 
party participating in the telephone call without user specification of a destination 
address ("Transmission of a short message can be effected automatically" see [0014] 
and "program his/her device in advance so that it sends a short message" see [0025]), 
wherein each option enables a different delivery mechanism ("" see [0051]). 

Regarding claim 24, Makela discloses the method as claimed in claim 20, further 
comprising automatically storing ("it can be automatically stored" see [0026]), as a 
consequence of the telephone call, data that identifies the second party ("telephone 
number of the calling party" see [0026]), wherein receiving the selection of the provided 
option enables using the stored data to determine automatically a destination address 
for a data message ("in advance, which message is sent to each calling party" see 
[0025]). 

Regarding claim 25, Makela discloses the method as claimed in claim 20, further 
comprising controlling a transmitter to send the data message with the determined 
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destination address ("in advance, which message is sent to each calling party" see 
[0025]). 

Regarding claim 26, Makela discloses the method as claimed in claim 24, 
wherein the destination address is any one of: email address, telephone number, 
Bluetooth device address ("telephone number of the calling party" see [0026]). 

Regarding claim 27, Makela discloses the method as claimed in claims 20, 
wherein controlling a display to provide, while the telephone call is on-going, a user 
selectable option to transfer data to another party participating in the telephone call 
without user specification of a destination address ("The user chooses among the 
application programs a program called SMS Reply Mode" see [0029]) temporarily 
augments automatically a user selectable data transfer option for transferring data to a 
user determined destination address ("in advance, which message is sent to each 
calling party" see [0025]). 

Regarding claim 28, Makela discloses an apparatus comprising: 
a memory ("memory" see [0026] and [0049]); and 

at least one processor ("microprocessor controlling its operation" see [0049]), the 
at least one memory and the computer program code configured to, with the at least 
one processor, cause the apparatus to perform at least the following: 
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to control a display to provide ("window of the SMS Reply Mode will be displayed 
in the display" see [0029]), temporarily while a telephone call is on-going ("an incoming 
call is noticed" see [0022]), a user selectable option ("The user chooses among the 
application programs a program called SMS Reply Mode" see [0029]) to transfer data to 
another party participating in the telephone call without user specification of a 
destination address ("in advance, which message is sent to each calling party" see 
[0025]); and 

to receive a selection of a delivery mechanism ("The user chooses among the 
application programs a program called SMS Reply Mode" see [0029]). 

Regarding claim 29, Makela discloses the apparatus as claimed in claim 28, 
wherein the at least one processor is configured to respond to user selection of the 
option ("window of the SMS Reply Mode will be displayed in the display" see [0029]) by 
controlling the display to provide a plurality of user selectable delivery mechanisms 
("The user chooses among the application programs a program called SMS Reply 
Mode" see [0029]). 

Regarding claim 31 , Makela discloses the apparatus as claimed in claim 41 , 
wherein the at least one processor is configured to control a transmitter to send a data 
message with the determined destination address using the selected delivery 
mechanism ("program his/her device in advance so that it sends a short message" see 
[0025]). 
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Regarding claim 32, Makela discloses the apparatus as claimed in claim 41, 
wherein the destination address is any one of: an email address, a telephone number, 
and a Bluetooth device address ("telephone number of the calling party" see [0026]). 

Regarding claim 33, Makela discloses a method (fig. 1) comprising: 
in a terminal of a first party ("a mobile communication device" see [0022]), 
storing, as a consequence of a communication between the first party and a second 
party ("it can be automatically stored" see [0026]), identifier data that identifies the 
second party ("telephone number of the calling party" see [0026]); 

using, subsequent to the communication between the first party and the second 
party, the stored identifier data to determine automatically a destination address for a 
data message ("program his/her device in advance so that it sends a short message" 
see [0025]); 

receiving a selection of a delivery mechanism ("The user chooses among the 
application programs a program called SMS Reply Mode" see [0029]); and 

controlling a transmitter to send a data message with the automatically 
determined destination address using the selected delivery mechanism ("Transmission 
of a short message can be effected automatically" see [0014] and "program his/her 
device in advance so that it sends a short message" see [0025]). 

Regarding claim 34, Makela discloses an apparatus comprising: 
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a memory ("memory" see [0026] and [0049]); 

control means ("microprocessor controlling its operation" see [0049]) for storing 
in the memory, as a consequence of communication between a first terminal and a 
second terminal ("it can be automatically stored" see [0026]), identifier data identifying 
the second terminal or its user ("telephone number of the calling party" see [0026]), for 
determining automatically a destination address for a data message using the stored 
identifier data ("program his/her device in advance so that it sends a short message" 
see [0025]), for receiving a selection of a delivery mechanism ("The user chooses 
among the application programs a program called SMS Reply Mode" see [0029]), and 
for controlling a transmitter to send a data message with the automatically determined 
destination address using the selected delivery mechanism ("Transmission of a short 
message can be effected automatically" see [0014] and "program his/her device in 
advance so that it sends a short message" see [0025]). 

Regarding claim 35, Makela discloses the apparatus as claimed in claim 28, 
wherein the at least one processor is configured to respond to user selection of the 
provided option by automatically selecting a delivery mechanism ("Transmission of a 
short message can be effected automatically" see [0014] and "program his/her device in 
advance so that it sends a short message" see [0025]). 

Regarding claim 36, Makela discloses the method as claimed in claim 1, wherein 
using the stored identifier data to determine automatically the destination address for 
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the data message comprises automatically interrogating a database using the stored 
identifier data to obtain the destination address ("in advance, which message is sent to 
each calling party" see [0025]). 

Regarding claim 37, Makela discloses the apparatus as claimed in claim 12, 
wherein the at least one processor is configured to interrogate a database using the 
identifier data to obtain the destination address ("in advance, which message is sent to 
each calling party" see [0025]). 

Regarding claim 38, Makela discloses the apparatus as claimed in claim 12, 
wherein the apparatus is the first terminal ("a mobile communication device" see 
[0022]), and the apparatus further comprises a radio cellular transceiver configured to 
enable participation in the telephone call ("an incoming call is noticed" see [0022]), and 
configured to send the data message ("Transmission of a short message can be 
effected automatically" see [0014] and "program his/her device in advance so that it 
sends a short message" see [0025]). 

Regarding claim 39, Makela discloses a method (fig. 1) comprising: 
in a terminal of a first party ("a mobile communication device" see [0022]) 
participating in a telephone call ("an incoming call is noticed" see [0022]), storing, as a 
consequence of the telephone call ("it can be automatically stored" see [0026]), 
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identifier data that identifies a second party participating in the telephone call 
("telephone number of the calling party" see [0026]); 

using the stored identifier data to determine automatically a destination address 
for a data message ("Transmission of a short message can be effected automatically" 
see [0014] and "program his/her device in advance so that it sends a short message" 
see [0025]); and 

receiving a selection of a delivery mechanism ("The user chooses among the 
application programs a program called SMS Reply Mode" see [0029]), and controlling a 
transmitter to send, during the telephone call, a data message with the automatically 
determined destination address using the selected delivery mechanism ("program 
his/her device in advance so that it sends a short message" see [0025]), wherein said 
transmitter is controlled to send said data message via a new channel ("Transmission of 
a short message can be effected automatically" see [0014] and "program his/her device 
in advance so that it sends a short message" see [0025]) that runs in parallel with the 
voice channel ("an incoming call is noticed" see [0022]) used for the telephone call 
[0051]. 

Regarding claim 40, Makela discloses an apparatus comprising: 
a memory ("memory" see [0026] and [0049]); and 

at least one processor ("microprocessor controlling its operation" see [0049]), the 
at least one memory and the computer program code configured to, with the at least 
one processor, cause the apparatus to perform at least the following: 
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to store in the memory ("it can be automatically stored" see [0026]), as a 
consequence of a telephone call between a first terminal ("a mobile communication 
device" see [0022]) and a second terminal ("the calling party" see [0026]), identifier data 
identifying the second terminal or its user ("telephone number of the calling party" see 
[0026]), for determining automatically a destination address for a data message using 
the stored identifier data ("in advance, which message is sent to each calling party" see 
[0025]), and to receiving a selection of a delivery mechanism ("The user chooses 
among the application programs a program called SMS Reply Mode" see [0029]), and 
to control a transmitter of the first terminal to send the data message with the 
automatically determined destination address ("in advance, which message is sent to 
each calling party" see [0025]) during the telephone call ("an incoming call is noticed" 
see [0022]), via a new channel that runs in parallel with the voice channel used for the 
telephone call using the selected delivery mechanism ("The user chooses among the 
application programs a program called SMS Reply Mode" see [0029]). 

Regarding claim 41 , Makela discloses the apparatus as claimed in claim 28, 
wherein the at least one processor is further configured to automatically store ("it can be 
automatically stored" see [0026]), as a consequence of the telephone call, data that 
identifies the second party in the memory and is responsive to the user selection of 
provided option to automatically determine ("Transmission of a short message can be 
effected automatically" see [0014] and "program his/her device in advance so that it 
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sends a short message" see [0025]), using the stored data, a destination address for a 
data message ("in advance, which message is sent to each calling party" see [0025]). 



Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed 
or described as set forth in section 102 of this title, if the differences between the 
subject matter sought to be patented and the prior art are such that the subject 
matter as a whole would have been obvious at the time the invention was made 
to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was 
made. 

I) Claim 1 9 is rejected under 35 U.S.C. 1 03(a) as being unpatentable over 
Makela in view of Stanford (US 6,980,641). 

Regarding claim 19, Makela discloses the apparatus as claimed in claim 18, 
except wherein the user selectable option is provided only during the telephone call. 
However in analogous art, Stanford teaches wherein the user selectable option is 
provided only during the telephone call ("only the menu options available for selection in 
the particular status of highlighted text or numbers in the active window and/or state of 
the existence or nonexistence of an ongoing telephone call" see col. 2, lines 28-31); 
therefore, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to modify the system of Makela as taught by Stanford for purpose 
of providing the system more control over the user, thus increasing the reliability and 
efficiency of the system. 
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II) Claims 2-3 and 13 are rejected under 35 U.S.C. 103(a) as being unpatentable 
overMakela in view of Alperovich (US 5,819,180). 

Regarding claim 2, Makela discloses the method as claimed in claim 1, except 
the telephone call is initiated at the terminal of the first party and storing the identifier 
data comprises storing the destination of the telephone call. However in analogous art, 
Alperovich teaches the telephone call is initiated at the terminal of the first party and 
storing the identifier data comprises storing the destination of the telephone call ("After 
receiving a called number and an indication from the mobile subscriber to originate an 
outgoing call, the mobile station automatically stores the dialed called party number" 
see col. 2, lines 29-31 ); therefore, it would have been obvious to one of ordinary skill in 
the art at the time the invention was made to modify the system of Makela as taught by 
Alperovich in order to save time and effort when the user wants to store the dialed 
number. 

Regarding claim 3, Alperovich discloses the method as claimed in claim 2, 
wherein the telephone call is a circuit switched telephone call and the identifier data is 
the telephone number of the second party ("After receiving a called number and an 
indication from the mobile subscriber to originate an outgoing call, the mobile station 
automatically stores the dialed called party number" see col. 2, lines 29-31). 
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Regarding claim 13, Makela discloses the apparatus as claimed in claim 12, 
except wherein the stored identifier data is a dialled telephone number. However in 
analogous art, Alperovich discloses wherein the stored identifier data is a dialled 
telephone number ("After receiving a called number and an indication from the mobile 
subscriber to originate an outgoing call, the mobile station automatically stores the 
dialed called party number" see col. 2, lines 29-31); therefore, it would have been 
obvious to one of ordinary skill in the art at the time the invention was made to modify 
the system of Makela as taught by Alperovich in order to save time and effort when the 
user wants to store the dialed number. 



Conclusion 

5. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

a) Forstadius discloses that "the content sender may optionally specify additional 
information to be transmitted to the user of the mobile terminal 170 such as a text 
message describing the content sought to be shared during a voice call" (see 
specification). 

b) Bright discloses that "send a text message, by entering their Morse codes, 
during a call" (see specification). 

c) Ala-Luukko discloses that "The short message is transmitted from the mobile 
station via a wireless interface separate from or outside of the speech-transmitting time 
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slots, there enabling a user to receive short messages at the same time that the user is 
already engaged in an ongoing voice call with a different party" (see specification). 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Huy Q Phan whose telephone number is 571-272-7924. 
The examiner can normally be reached on 9AM-7:30PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Patrick Edouard can be reached on 571-272-7603. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
/Huy Q Phan/ 

Primary Examiner, Art Unit 2617 
Date: 11/15/2010 



